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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 



Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 9-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the Invention. 

Claims 9-12, 19, "said reflective coating", "bonding primer", "latex primer", "water based 
primer" all lack clear antecedent basis. 

Claim 13, "an inner surface" renders the claim indefinite; since it is unclear what inner 
surface applicant is referring to. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 ,3-8, 1 3, 1 5-1 8 rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Heenan '327 In view of Internet article "Acrylic (Polymethyl-Methacrylate)" or 
Canadian Building Digest (page 5 of 7). 
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Heenan discloses a reflective pavement marker (see Fig. 1) comprising a shell 
(12) having at least one side wall having a reflective portion, vi^herein said shell forms an 
interior cavity, said reflective portion having an inner surface partially defining said 
cavity; a reflective coating (70) covering said inner surface of said reflective portion; and 
a filler material (14) disposed within the interior cavity of said shell. The shell includes a 
top wall, side wall and reflective end wall having the reflective portion formed therein 
integrally. The reflective portion includes a plurality of integrally formed cube-shaped 
members arranged in a grid pattern (see col. 1 line 20). The reflective coating is a 
metal material (see col. 5 line 65). Heenan discloses the Invention substantially as 
claimed. However, Heenan does not explicitly state that the polymer has a tensile 
strength greater than 10,000 psi and flexural modulus greater than 450,000 psi. 

Internet article "Acrylic (Polymethyl-Methacrylate)" specifically teaches that 
polymethyl-methacrylate have tensile strengths between 8000-1 1000 psi and flexural 
modulus between 350,000-500,000 psi. Canadian Building digest teaches that 
poly(methyl methacrylate) typical tensile and flexural modulus values are 10,000 psi and 
500,000 psi respectively. It would have been considered obvious to one of ordinary skill 
in the art to modify Heenan by using a polyacrylate having tensile strength greater than 
10,000 psi and flexural modulus greater than 450,000 psi as taught by either Internet 
article "Acrylic (Polymethyl-Methacrylate)" or Canadian Building digest since it makes 
sense to use material that could withstand extreme loading. 

Optical transmittance greater than 85% is also taught as being a fundamental 
property of polymethyl methacrylate. 
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5. Claims 20,22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heenan (US 3332327) in view of Coderre et al. (US 6325515) and either Internet article 
"Acrylic (Polymethyl-Methacrylate)" or Canadian Building Digest (page 5 of 7). 

Heenan discloses a reflective pavement marker (see Fig. 1) comprising a shell 
(12) having at least one side wall having a reflective portion, wherein said shell forms an 
interior cavity, said reflective portion having an inner surface partially defining said 
cavity; a reflective coating (70) covering said inner surface of said reflective portion; and 
a filler material (14) disposed within the interior cavity of said shell. The shell includes a 
top wall, side wall and reflective end wall having the reflective portion formed therein 
integrally. The reflective portion includes a plurality of integrally formed cube-shaped 
members arranged in a grid pattern (see col. 1 line 20). The reflective coating is a 
metal material (see col. 5 line 65). 

Heenan discloses the invention substantially as claimed. However, Heenan 
lacks a bonding coating covering at least said reflective coating, wherein the bonding 
coating is a bonding primer such as an acrylic latex primer or a water based primer. 
Further, Heenan does not explicitly state that the polymer has a tensile strength greater 
than 10,000 psi and flexural modulus greater than 450,000 psi. 

Coderre et al. teaches a reflective marker having a bonding coating (28) 
covering at least the reflective coating (32) which covers cube comer reflective means 
(32), wherein the bonding coating is a bonding primer (see col. 3 line 56+). 

Internet article "Acrylic (Polymethyl-Methacrylate)" specifically teaches that 
polymethyl-methacrylate have tensile strengths between 8000-1 1000 psi and flexural 
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modulus between 350,000-500,000 psi. Canadian Building digest teaches that 
poly(methyl methacrylate) typical tensile and flexural modulus values are 10,000 psi and 
500,000 psi respectively. 

It would have been considered obvious to one of ordinary skill in the art to modify 
Heenan to include the bonding coating as taught by Coderre et al. and to use a 
polyacrylate having tensile strength greater than 10,000 psi and flexural modulus 
greater than 450,000 psi as taught by either Internet article "Acrylic (Polymethyl- 
Methacrylate)" or Canadian Building digest so as to cover the reflective coating in order 
to protect the reflective coating from conrosion thus lengthening the life of the reflective 
marker and since it makes sense to use material that could withstand extreme loading. 

Optical transmittance greater than 85% is also taught as being a fundamental 
property of polymethyl methacrylate. 

Response to Arguments 

6. Applicant's arguments filed 9/14/05 have been fully considered but they are not 
persuasive. Applicant argues there is no motivation to choose a polymer having a 
tensile strength greater than 10,000 psi and flexural modulus greater than 450,000 psi. 
As stated above, internet article "Acrylic (Polymethyl-Methacrylate)" specifically teaches 
that polymethyl-methacrylate have tensile strengths between 8000-1 1000 psi and 
flexural modulus between 350,000-500,000 psi and Canadian Building digest teaches 
that poly(methyl methacrylate) typical tensile and flexural modulus values are 10,000 psi 
and 500,000 psi respectively. Therefore, it is well within the scope of one of ordinary 
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skill in the road reflector art to use a polyacrylate having tensile strength greater than 
10,000 psi and flexural modulus greater than 450,000 psi as taught by either Internet 
article "Acrylic (Polymethyl-Methacrylate)" or Canadian Building digest since it makes 
sense to use material that could withstand extreme loading. 

7. Applicant's declaration with regards to claims 1 ,3-1 3, 1 5-1 9 is moot, since 
applicant amended claims removed , the reflective coating covering the inner surface of 
the reflective portion, a bonding coating covering the at least said reflective coating and 
a filler material disposed with the cavity, as such it is not clear why the reflector made 
according to applicant's independent claims is "better" than the other reflectors mention 
in the declaration, is It the "reflective coating" the "bonding coating" or the "fill material" ? 
that made the reflector in question "better" than the other ones. Secondly, applicants 
declaration does not overcome the fact that Heenan uses methyl methacrylate and 
"Acrylic (Polymethyl-Methacrylate)" article and Canadian Building Digest both teach that 
polymethyl-methacrylate properties have tensile strengths between 8000-11000 or 
10,000 psi and flexural modulus between 350,000-500,000 or 500,000 psi and since 
tensile strength and flexural modulus are important properties considered when making 
reflective pavement markers, one skilled in the art would use tensile strengths as high 
as 1 1 ,000 psi and flexural modulus as high as 500,000 thus meeting the claimed 
limitation of greater than 10,000 psi and 450,000 psi. 
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With regards to claims 1 and 13 and claims depending therefrom, applicants declaration 
is further deficient since it was never set forth that the reflector being tested is the same 
as what is being claimed in claims 1 and 13 specifically. 

8. Applicants' declaration lacks convincing evidence of what parameter(s) were 
tested and why some reflectors held up versus what failed. For example, is it the shape 
that caused one reflector to perform better than another? 

Applicant argues that a prima facie case of obviousness can be overcome when "the 
range is aitical", merely by showing that the claimed range achieves unexpected results 
relative to the prior art range. Applicant failed to provide comparative data between 
prior art products and claimed invention, in particular, there is no comparison between 
the tensile strength and flexural modulus of the prior art products in comparison with the 
claimed invention. Applicant provided a list stating certain products having types Class 
A, B, C or E. However, it is unclear if the only differences between these products and 
applicant's invention are the tensile strength and flexural modulus; for example, different 
geometric shaped pavement markers can behave differently. Applicant argues that it is 
not obvious to one skilled in the art to chose a poly(methyl methacrylate) having a 
tensile strength greater than 10,000 psi and flexural modulus greater than 450,000 psi . 
to make a pavement marker. The examiner disagrees. Heenan explidtly teaches his 
pavement marker is made out of methyl methacrylate (see col. 4 line 40+); however, 
Heenan does not explicitly disclose the properties of methyl methacrylate. The 
examiner then relied on specifications of "Acrylic (Polymethyl-Methacrylate) which 
specifically teaches polymethyl-methacrylate have tensile strengths between 8000- 
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1 1000 psi and flexural modulus between 350,000-500,000 psi. The examiner further 
relied on "Canadian Building Digest" (page 5 of 7), wherein it is explicitly stated that 
typical tensile and flexural modulus values of poly(methyl-mehtacrylate) are 10,000 psi 
and 500,000 psi. Such knowledge is well known to one of ordinary skill in the art and 
therefore, it would have been considered obvious to one of ordinary skill in the art to use 
tensile strengths as high as 1 1 ,000 psi and flexural modulus as high as 500,000 psi 
when making the pavement marker in order to withstand heavy impact from traffic 
loads. 



Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sunil Singh whose telephone number is (571) 272-7051 . 
The examiner can normally be reached on Monday through Friday 10:30 AM - 7:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Heather Shackelford can be reached on (571 ) 272-7049. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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